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DETAILED ACTION 

Claim Objections 

Claims 1-3, 8, 13-15, and 24 are objected to because of the following 
informalities: These claims a device with limitations of "having" or "further having." In 
these instances, "having" should be changed to "comprising" in order to properly 
distinguish the preamble from the body. Appropriate correction is required. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1 ) an application for patent, published under section 1 22(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

Claims 15-24 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Chopra et al (previously cited). 

Chopra et al disclose a method and apparatus for ultrasound therapy including a 
transducer, preferably planar, enabling operation at a range of frequencies for optimal 
control of the depth of thermal coagulation (col 3, lines 13-17). The applicator housing 2 
and the acoustic window 1 are depicted in Figure 4. The acoustic window is not 
considered to be a membrane of the transducer (as claimed in claim 15) and there is 
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otherwise no membrane disclosed that would be considered a membrane. Therefore, 
the transducer is considered to be a transducer without a membrane. The planar 
transducer is mounted in the region of an end of flexible cables 5, which are used to 
power the transducer (col 8, lines 58-62). Chopra et al discloses a cooling and coupling 
fluid circuit with fluid inlet 10 and outlet openings 1 1 (see Figure 4). It is noted that the 
language regarding the cable and transducer "adapted to pass in an operating channel 
of an endoscopic apparatus" in claims 15 and 19 does not define sufficient structure to 
define over Chopra et al, because the Chopra et al apparatus is capable of being 
inserted into an endoscopic channel, even though that may not be the intended 
purpose. In addition, the claim language in claim 24 regarding a "laparoscopy probe" is 
not given much patentable weight because the body of the claim does not feature any 
elements of a laparoscope. Rather, the body only features the elements associated 
with the coagulating 'beam-type' transducer. It is noted that Examiner has reviewed the 
Applicant arguments of 2/5/08 in response to an Office Action that used Chopra et al. 
Under the current claim language and the above description, the arguments are 
unpersuasive. 



Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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Claims 1-3, 5, 8, and 12-14 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Chopra et al in view of Parins et al (US 6,293,945). 

Chopra et al disclose a 'beam-type' ultrasound coagulating planar transducer as 
described above. Chopra et al do not disclose a channel in the region of the transducer 
adapted to transmit a vacuum for keeping the laparoscopy probe in place on an organ. 
Parins et al teach of the vibrating-type coagulating device that is used in laparoscopic 
procedures, wherein coagulation is not caused by the ultrasonic beam. Parins et al also 
teach of a lumen 33 used as a suction path for a vacuum (col 2, lines 61-65). The 
operator may apply different levels of suction by covering/uncovering aperture 55 with a 
finger (col 3, lines 9-17). The stated function of the vacuum is to remove debris from 
the area adjacent to the end of the tube (col 3, lines 1 5-1 7). It is noted that whether the 
stated purpose for a vacuum is to remove debris as in Parins et al or to keep a probe in 
place on an organ as in the present application there is not a resulting structural 
difference. The vacuum of Parins et al is also considered to keep a probe in place 
during a laparoscopic procedure, as the current claim does not feature any limitations 
that would permit the vacuum to keep the probe while not permitting the vacuum of 
Parins et al to do the same. Furthermore, it is not important that Parins et al does not 
utilize the beam-type coagulation. The references are related in that they are each 
used for coagulation of tissue where debris may be present. It would have been 
obvious to modify Chopra et al, to include a vacuum as taught by Parins et al, because 
such is useful in coagulating/laparoscopic procedures to remove debris and/or keep the 
probe in place against an organ. 
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In regard to claim 13, Parins et al teach a blade 20 used for cutting tissue, which 
is commonly associated with the coagulation of tissue. The blade 20 that is movable in 
directions 15 by thumb slide 25 (col 2, lines 40-49). There are multiple configurations 
with which the blade can be moved (see Figures 4-8). Examiner is proposing to 
incorporate the retractable blade feature and, therefore, it is not important that Parins et 
al do use vibration-type coagulation, instead of beam-type. Nevertheless, the 
references are related due to the coagulation feature. It would have been obvious to 
modify Chopra et al, to include a retractable blade as taught by Parins et al, in order to 
have both cutting and coagulating functions, as common to similar devices. 

The statement given above regarding the laparoscopy probe applies here as 

well. 

Response to Arguments 

Applicant's arguments with respect to claims 1-3, 5, 8, and12-24 have been 
considered but are moot in view of the new ground(s) of rejection. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to MICHAEL ROZANSKI whose telephone number is 
(571)272-1648. The examiner can normally be reached on Monday - Friday, 8-4:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Brian Casler can be reached on 571-272-4956. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Eric F Winakur/ 

Primary Examiner, Art Unit 3768 
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